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RECEIVED 
CENTRAL FAX CENTER 

S T no.h 526S DEC 0 9 £009 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Jfire: Afrbfli&tjon of Haqkbafth, et al. Confirmation No,: 2641 

||rjal No.i tO/796,681 Examiner: William K Ghcjpflgj 

.'fjied: Mar^' 9, 2004 Art Unit: 1786 

|j|e: UV-CURING ANT]-F(NGERPRINTIK<3 CQATINGS 

DECLARATION UNDER 37 CFR ,1.132 

jifljf St$p Aitieridment 
Cpjji^jsslohfer for Patents 
P.O.Box 1'45'0 
. Afepi|rla, VA 22313^1450 

v I, Hgig||:Eridre3 t (declare Ihe following^ 

''• . s . •■'*.* ■<•.••• ..." 
; : j( : I afr fk^ntof 6f jthe ^bove-captloned pa^nt application entitled "i^p^r# AnM- 

• J havftj^4|n 9 res^rdh scientist at Henkel AG & Co. KGeA (herdnafter 'HehkjeO since . 
: November 1 , 2004 arid baye worked for 5 years In the arts relgtctd to.^atlh^ft f$r mftjgl. 

3. ;\| SWglnetl g Engineer .'(pH) degree In chemistry and paints from FachhochsehujQ p'rycK / 
;||u|gari / Geirnriany i^thfe 1091, 

4.. t fjjaye revlevj^Jhe Official Action dated June 9, 2009 |n vyhlch (he e*am(neir js£ertg th^ilt 
"ap|j|^nts* ^f^tiptf to provide any Indication lb support applicants' ^iijfn^('tiigt 
: : \ . denote (30th ^ethacrylates and a<?ry lutes' see page i V^^r|jiV|)h. ; 

In the ;§£$M^ application, the term '(meth)acrylates b W£s M^ed to dendte jjbjh , 

..?m^ha^|etes %ri$ acryl$t$s u and this would be readily understood Jbyorve of ikill lhth& 

6; i^,oom^oh practice for those of eki|i Ip the art <6 use the term "(methjaqylates'' to cJehpt^ 
|o]h "methacfylates and aprylajifs Fqf example, a brochure from Rahn AG, a manufacturer 
Qf riivy materials for polymer's jjfees the heading °Urethane {Methjacrylates 0 for a listing that 
Includes urethane acrylgte:^roclL|cts any urethane methacrylate products, specifically 
"Gtshomer 4215, Aliphatic Ua* meaning aliphatic urethane acrylale, and "Genomer 4205, 
Aliphatic UMA* meaning Aliphatic urethane methacrylate. This brochure also uses -Epoxy 
(jyielh)acryiates n in trie same manner .See Rahn AG, 'Rahn Energy Curinp Product Guide*, 
flashed as Exhibit A. 
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7. In the Examples, "adrylates" were used as raw materials to make-up compositions for testing. 
Ac/ylate and methaorylate cdmpound§ that differ only In the presence or absence of the mslhyl 
group are known In the aft to have slnhllar properties. One of ordinary skill in the art, reading 
the specification Including the Examples as a whole, would understand that Applicants had 
invented pppippsltlohs (h&t InrfuKla acrylate and/or methacrylates components In the amounts 
disposed In jh$ specification atid In the Examples. 

8. Jl ii^ye rtivfeftfcj U,S, Pslefit Np. 5128391, US, Patent 5128387, U$, patent 5629365 end 
U.S T Patent .4205001 8. ( am familiar With these patents as the elate of the arf . The '3?1 and 
•3JB7 Stents ar$ (jlreoted 16 Ihe surface protection of beverage, pahs, Especially aluminum cans 
(C^ '^|rtes 31-33). . Jfig&e are short-living goods which usually are not hi at (east only rarely 

: ^opittp #f$T .th&lc manij^cture. The claimed Invent! on focused 6fi I6rt&|)y Ihg goods like 
furnltd^; '^^6\^fp^piGBB 9 and the like (Specification, page i j iln^:19-32), vyhtch are 

'. cleart^cj V^ Ofteh during their lifespan, so (hat the scratch resistance of the coating must be 
Very pron^McIf ^Mrih^fni^re, fingerprints must be easily rem^ifrorn' such Burfeoe.8. At 
the tiriia lh$ j^\^r(t Ij^Vi ^ yri . ,here was a significant unmet need ior dyfatjle coatings that 
gpmbln^d .^fler^Hht reste^rifcl ^atid atratoh insistence. Neither of Wise problems |$ 
considered In the §01 pr^|97 references. 

"9, Thdse of ordinary skill In tfte art would hot have been motivated by the Na^asawa reference to 
. add such fillers to th6 cqitirigs of tjijjS '391 or '387 patents. In NagasaWa. tSigmonts are used 
'.' -.as thljcotroplc agents .('01.8, cbl. 12, |,;3-5, as quoted by the examiner). fbl$ fetches away from 
the present invention, as thlxotropic agents are undesirable since the claimed Invention must 
have a viscosity below 1000 iffi^as. With the viscosity limitation In mihcj, doe Of cjrdihary . skill in 
th'e art would not consider' to add the thixotropic agents of the '018 reference to the product of 
the '391 patent, as an (indue increase of viscosity would have been expected. Yh^efpre, it 
requires ah Inventive step to Include those pigments in a required low-viscosity formulation 
despite their known property pf. (hi^otroplc agents. 

10. Attached to this my dedaration as Exh. B are Tables 1-4, showing testing of compositions 
according to the invention. These (compositions all contain micronfced filled. added as ah 
adjuvant fpjf Incf^asing the . surface hardness (WO document, page 7, last sentence of the 
second s0cti,Qri) to thereby improve scratch resistance: 

1 1, MicrOnJzed fillers, nanospaie Slba (Tables 1 and 2: pyrogeplc silicic atld; epeciflp surface area 
150 mf/i9) oh the ofle hand and rtanoscale Al 2 0 3 (Table 3: pyrogenlc aluminum pxlde; specific 
.sUrfa.^.ferea 100 nf/g) WOre Incorporated In a fine dispersed form Into the compositions 
according to the Invention. 
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12. Determination of the surface quality of the coating after rotary treatment of a coated substrate 
acgofding to the Invention with steel wool for a defined coating weight and predetermined 
speed of rotatlor) (see table 4), as compared with verifying the scratch tesistahte with a 
.hsfMWkfl t£st piece (see Table 2) of the description is a method accepted by customers to 



13. As shown in Table 4 t the cdsitin£j materials containing these fillers, even though dispersed (B1- 
B10), compared with those which are free of the latter, form hardened coatings on brushed 
stajriless steel with increased Scratch and abrasion resistance, which additionally *re dirt- 
repellent In Ihe Iqnfl te/m, QoaUng materials, for which th$ Content of these fillers Increased 
moderately (B.3-B6 arid B7-61 6), as a hardened coating, ^Iso delivered inpreased surface 

hardness. <: ■ 

14. It was 6ls6 unexpectedly foun^ Empirically that the presence of modified di-.dnri^lkpxysilahe? 
.addjtlpn^ily had a pbsjtive effect bri.the surface hardness, when coatings were formed ffqrtj 
\|jpat|ng material^ containing the£e:f liiere. 



1 fUKher declare that all statements made herein of my own knowledge are; true and that all 
|taterheiita made on Information and belief are believed to be true; and further that these 
Btatemen'ts Were made with the Xnpwledge {that willful false statements and the like so 
r^ade ar^ pMlilshable by flfie or Imprisonment, or both, under Section 1001 of Tltje 18 of 
United States Code and that such Willful false statements may Jeopardize the validity of the 
application or any patent Issued therefrom. 



qualitatively determine scratch and abrasion resistance, and Is routinely conducted for quality 
6orilrbl. 
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EXHIBIT A 
To Holger Endres Declaration 
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Your partner for excellence 
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EXHIBIT B 
To Holger Endres Declaration 
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EXHIBIT B 

Table 1 Proportions in percent of the different components of the compositions 
according to the invention containing nanoscopic Si0 2 



Test number 
(corresponding to the laboratory 
logbook) 





Raw material 


VB1 


VB2 


B1 


B2 






(75/2) 


(75/3) 


(75/1) 


(75/4) 




Aliphatic hexafunctional 
urethane acrylate 
MW 1000 


34.4 


32.4 


31.4 


31.5 


a) 


Aromatic epoxy 
diacrylate 
MW460 


37.4 


35.3 


34.2 


34.3 


b) 


Isobornyl acrylate 


21.3 


20.0 


19.4 


19.5 


c) 


Acid triacrylate 
(acid index 150) 


1.8 


1.7 


1.6 


1.6 


d 1 ) 


Acid monoacrylate 




2.9 


2.9 


2.8 


d*> 


Photoinitiator 


5.1 


4.7 


4.7 


4.6 


d 7 ) 


Pyrogenic silicic acid 






2.9 


2.8 


e) 


Acrylate-modified di- or 
tri-alkoxy silane 




3.0 


2.9 


2.9 



1 
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EXHIBIT B 

Table 2 Proportions in percent of the different components of the compositions 



according to the invention containing nanoscoplc Si0 2 



Raw 




Test number 




material 


(corresponding to the laboratory logbook) 


as in 


B3 (82/1) 


B4 (82/2) 


B5 (82/3) 


B6 (82/4) 


Table 1 










a) 


32.1 


31.5 


30.9 


29.6 


*fy 


34.9 


34.3" 


33.7 


32.2 


b) 


19.8 


19.5 


19.1 


18.3 


c) 


1.7 


1.7 


1.6 


1.6 


d 1 ) 


2.8 


2.8 


2.7 


2.6 


d 7 ) 


4.7 


4.6 


4.5 


4.4 


d*) 


0.9 


2.8 


4.5 


8.7 


e) 


2.9 


2.9 


2.8 


2.7 



Table 3 Proportions in percent of the different components of the compositions 
according to the invention containing nanoscopic Al 2 0 3 



Raw 




Tested number 




material 


(corresponding to the Laboratory Logbook) 


as in 


B7 (86/1) 


B8 (86/2) 


B9(86/3) 


B1 0(86/4) 


Table 1* 










a') 


32.3 


32.1 


31.6 


31.0 


a Y ) 


35.1 


35.0 


34.5 


33.8 


b) 


19.9 


19.8 


19.5 


19.2 


c) 


1.7 


1.7 


1.7 


1.6 


d') 


2.9 


2.9 


2.8 


2.8 


d 7 ) 


4.8 


4.8 


4.7 


4.6 




0.4 


0.9 


2.3 


4.2 


e) 


2.9 


2.9 


2.8 


2.8 



* pyrogenic aluminum oxide 



2 
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EXHIBIT B 



Table 4 Influence of micronized fillers on the scratch resistance of the hardened 
coating agent on brushed steel 



Test number 


Hardness test pencil 318 
(Erichsen) 


Abrasion resistance on a scale 
from 1-10* 
(5 = brushed steel) 


VB1 






VB2 






B1 


+ 




B2 


+ 




ni 






B4 


+ 




B5 


+ 




B6 






B7 




3 


B8 




1-2 


B9 




1 


B10 




1 



* Optical assessment of abrasion caused by saponified steel wool, which for a 
supporting weight of 1.2 kg rotates at 66 rpm for 1 min on the coated steel 
surface: 

1 . not visible 

2 hardly visible 

3 visible/hardly scratched 

4 well visible/scratched 

5 very visible/strongly scratched (corresponds to the abrasion behavior of 
brushed steel) 
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